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1 . A request for continued examination under 37 CFR 1.114 was filed in this application 
after a decision by the Board of Patent Appeals and Interferences, but before the filing of a 
Notice of Appeal to the Court of Appeals for the Federal Circuit or the commencement of a civil 
action. Since this application is eUgible for continued examination under 37 CFR 1.114 and the 
fee set forth in 37 CFR 1 . 17(e) has been timely paid, the appeal has been withdrawn pursuant to 
37 CFR 1.114 and prosecution in this application has been reopened pursuant to 37 CFR 1,114. 
Applicant's submission filed on April 14, 2006 has been entered. 

2. Claims 1-3, 5-1 1, and 13-16 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
apphcant regards as the invention. 

Firstly, within claims 1 and 9, apphcants have claimed "a polyurethane foam that consists 
essentially of an effective amount for flame retardancy of a flame retardant blend . . .". Since the 
transitional language excludes all components that would materially affect the composition, it is 
unclear what components are within the scope of the claim, since the claim can be construed to 
exclude polyurethane or other components that would have a material effect. 

Secondly, within claims 7 and 13, the definition of R renders the claims indefinite, 
because, in view of the use of "about", it cannot be determined exactly how many carbon atoms 
are encompassed by the language, "an alkyl moiety containing fi-om about one to about five 
carbon atoms. Specifically, it is unclear what constitutes "about one carbon atom". Also, it is 
unclear what number of carbon atoms may exceed five and still be within the scope of the claim; 
for example, is an alkyl group of seven carbon atoms within the scope of the definition. 
Furthermore, with respect to claim 13, it is unclear what is meant by "umber". 



Application/Control Number: 09/392,434 Page 3 

Art Unit: 1711 

Thirdly, within claims 15 and 16, the species, butylated triphenyl phosphate, resorcinol 
diphenyl phosphate, isopropylated triphenyl phosphate, and poly(ethyleneoxy)phosphate, fail to 
further limit claims 7 and 13, respectively, because these species are outside the scope of the 
formulas within claims 7 and 13. Furthermore, with respect to claim 16, it is unclear why 
"note:" appears within line 1. Lastly, the structure of resorcinol diphenyl phosphate is unclear; it 
is questioned if the compound has been correctly claimed. 

3. Claims 15 and 16 are rejected under 35 U.S. C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the appHcation was filed, had possession of the claimed 
invention. 

Firstly, support has not been found for the use of "at least one" of the non-oligomeric 
flame retardants. In other words, support has not been found for using mixtures of these flame 
retardants. 

Secondly, support has not been found for the species, resorcinol diphenyl phosphate, 
isopropylated triphenyl phosphate, and poly(ethyleneoxy)phosphate. Contrary to apphcants' 
assertions, these species are not within the examples. 

4. Claims 7, 8, and 13-16 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for polyurethane foams, does not reasonably provide 
enablement for foam species other than polyurethane. The specification does not enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
the invention commensurate in scope with these claims. Applicants' specification and examples 
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are drawn exclusively to the use of polyurethane foams. Accordingly, applicants have failed to 
provide any guidance for the use of the claimed flame retardant blend within any foam other than 
a polyurethane foam In the absence of such guidance, the position is taken that the skilled 
artisan could not practice the instant invention with other than a polyurethane foam without 
having to resort to undue experimentation. In re Wands, 858 F.2d 73 1 , 737, 8 USPQ2d 1400, 
1404 (Fed. Cir. 1988). 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claims 1-3, 5, 6, and 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fearing ('534 or '633) in view of Keppeler et al. ('612). 

Fearing discloses the use of oUgomeric organophosphorus flame retardants within 
polyurethane foan:is and further discloses that the oligomeric flame retardants may be blended 
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with additional flame retardants. See column 8, lines 27-34 within the Fearing references. 
Fearing further discloses that the oligomeric organophosphorus compounds have hydroxyl 
numbers of 1 to 50. See column 8, lines 5-15. The oligomeric organophosphorus compounds of 
Fearing contain phosphate groups; therefore, it is proper to refer to the compounds as 
organophosphates . 

7. Though Fearing discloses that additional flame retarding agents may be used, the primary 
references fail to recite specific examples. However, non-halogenated phosphate ester 
compounds were widely known flame retardants for polyurethane foams at the time of invention. 
This position is supported by the teachings of numerous such flame retardants within Keppeler et 
al. at column 7, Une 33 through column 8, line 67. 

8. Therefore, the position is taken that it would have been prima facie obvious to select a 
non-halogenated phosphate ester flame retardant from the numerous flame retardants of 
Keppeler et al. and employ said flame retardant as a component of the aforementioned, disclosed 
flame retardant blend of the primary references. 

9. Claims 1-3, 5-7, 9-11, 13, 15, and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sicken et al. ('965) in view of Keppeler et al. ('612). 

Sicken et al disclose the use of ohgomeric phosphate flame retardants within 
polyurethane foams and further disclose that the ohgomeric flame retardants may be blended 
with additional flame retardants. See column 4, Une 32 within Sicken et al. Sicken et al. further 
disclose at column 4, line 41 that the oligomeric phosphate, corresponding to disclosed formula 
I, has a hydroxyl number of 30 to 300 mg KOH/g. It is noted that the lower end of this range 
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clearly meets appellants' "no more than about 30 mg KOH/g" claim limitation. Furthermore, the 
poly(ethyleneoxy)phosphate of claims 15 and 16 is considered to be disclosed by Sicken et al. 

10. Though Sicken et al. disclose that additional flame retarding agents may be used, the 
primary reference fails to recite specific examples. However, non-halogenated phosphate ester 
compounds were widely known flame retardants for polyurethane foams at the time of invention. 
This position is supported by the teachings of numerous such flame retardants within Keppeler et 
al. at column 7, line 33 through column 8, line 67. Flame retardants that correspond to those of 
claims 15 and 16 are disclosed at column 8, Unes 53+. 

1 1 . Therefore, the position is taken that it would have been prima facie obvious to select a 
non-halogenated phosphate ester flame retardant from the numerous flame retardants of 
Keppeler et al. and employ said flame retardant as a component of the aforementioned, disclosed 
flame retardant blend of the primary reference. 

12. Claims 7, 8, 13, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sicken et al. ('965) in view of Keppeler et al. ('612), as applied to claims 1-3, 5-7, 9-11, 13, 15, 
and 16 above, and further in view of Hardy et al. ('035 or '042). 

As aforementioned, the combined teachings of Sicken et al. and Keppeler et al. are 
considered to render obvious the use of a combination of oUgomeric phosphate and 
non-oUgomeric phosphate as a flame retardant blend for polyurethane foam; however, the non- 
hydroxyl group bearing oligomeric species of instant claims 7, 8, 13, and 14 are not disclosed by 
the primary reference. Still, the claimed non-hydroxyl group bearing oligomeric species were 
known flame retardants for polyurethane foams at the time of invention, as evidenced by Hardy 
et al. The position is taken that the oUgomeric species of Hardy et al. are close enough in 
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structure and function to those of the primary reference that one would have expected them to 
function, in accordance with the teachings of the primary reference, as viable ohgomeric 
phosphate flame retardant components of flame retardant blends; therefore, the position is further 
taken that it would have been obvious to utihze the flame retardants of Hardy et al. in 
combination with the aforementioned non-ohgomeric phosphate flame retardants of Keppeler et 
al, so as to arrive at the instant invention. 

13. Applicants' response of April 14, 2006 has been considered; however, the response is 
insufficient to overcome the prior art rejections. Firstly, the newly added transitional language, 
consisting essentially of, within claims 1 and 9 fails to distinguish the instant invention from the 
prior art. Applicants have neither argued specifically why this language is believed to 
distinguish the claims nor established that any components of the prior art would have a material 
effect on the instant composition and are, therefore, excluded in view of the newly added 
transitional language. Furthermore, appUcants' arguments concerning the phosphonate linkages 
with respect to claims 7 and 13 are immaterial, because these claims have not been rejected in 
view of a reference that discloses ohgomeric phosphonates. Sicken et al., apphed against claims 
7 and 13, disclose ohgomeric phosphates. Lastly, appUcants' examples have again been 
considered; however, the examples are not commensurate in scope with the claims, in terms of 
component species and ratio amounts. Furthermore, appUcants' examples are drawn to 
polyurethane foams; however, claims 7, 8, and 13-16 are not so limited. It has been held that to 
overcome a reasonable case of prima facie obviousness, a given claim must be commensurate in 
scope with any showing of unexpected results. In re Greenfield, 197 USPQ 227. It has 
additionally been held that a limited showing of criticality is insufficient to support a broadly 
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claimed range. In re Lemin, 161 USPQ 288. In re Kulling, 14 USPQ2d 1056. For at least these 
reasons, applicants' examples are insufficient to rebut the prima facie cases of obviousness. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (571) 272-1079. 



R. Sergent 
June 23, 2006 
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